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DECISION ON APPEAL

This is a decision on appeal from the examiner's final rejection of claims 1-42,

which are all of the claims pending in this application.

 We REVERSE.
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BACKGROUND

Appellants’ invention relates to a modification system for supporting localized

data changes in a mobile device.  An understanding of the invention can be derived

from a reading of exemplary claim 1, which is reproduced below.

1. A method of localizing changes in a computer, the method
comprising:

executing a change to data in a computer having a local database,
the change being performed by the computer to modify data in the local
database stored within a data storage device at the computer;

indicating, on the computer, whether the change is a global change
or a local change; and 

when the local database on the computer is synchronized with a main
database on another computer, transmitting only global changes from the local
database to the main database and not transmitting local changes.

The prior art references of record relied upon by the examiner in rejecting the

appealed claims are:

Boothby 6,141,664 Oct. 31, 2000
          (Filed Nov. 13, 1996)

Mendez 6,151,606          Nov. 21, 2000
            (Filed Jan.16, 1998)

Claims 1-42 stand rejected under 35 U.S.C. § 112, second paragraph, as failing

to particularly point out and distinctly claim the invention.  Claims 1, 2, 15, 16, 29, and

30 stand rejected under 35 U.S.C. § 102 as being anticipated by Mendez.  Claims 3-14,
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17-28, and 31-42 stand rejected under 35 U.S.C. § 103 as being unpatentable over

Mendez in view of Boothby.

Rather than reiterate the conflicting viewpoints advanced by the examiner and

appellants regarding the above-noted rejections, we make reference to the examiner's

answer (Paper No. 25, mailed Sep. 29, 2003) for the examiner's reasoning in support of

the rejections, and to appellants’ supplemental brief (Paper No. 24, filed Aug. 25, 2003)

and reply brief (Paper No. 26, filed Dec. 1, 2003) for appellants’ arguments

thereagainst.

OPINION

In reaching our decision in this appeal, we have given careful consideration to

appellants’ specification and claims, to the applied prior art references, and to the

respective positions articulated by appellants and the examiner.  As a consequence of

our review, we make the determinations which follow.

35 U.S.C. § 112, SECOND PARAGRAPH

The examiner questions appellants use of the language “indicating, on the

computer . . .” in independent claim 1.  We are unclear as to the specific reason the

examiner finds difficultly with appellants’ usage of the above language.  From our review

of the instant claim language, we find no problem which rises to the level of rejection

under 35 U.S.C. § 112, second paragraph.  While the examiner may believe that the

language may be better stated as “indicating, in the computer” it would appear that the
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present language may be broader so as to encompass both a display and a storage

rather than just a storage of the indication.  Since we find no lack of particularity in the

instant claim language, we will not sustain the rejection.

35 U.S.C. § 102 

Initially we note that anticipation by a prior art reference does not require either

the inventive concept of the claimed subject matter or the recognition of inherent

properties that may be possessed by the prior art reference.  See Verdegaal Bros. Inc.

v. Union Oil Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. Cir.), cert. denied,

484 U.S. 827 (1987).  A prior art reference anticipates the subject matter of a claim

when the reference discloses every feature of the claimed invention, either explicitly or

inherently.  See Hazani v. Int'l Trade Comm'n, 126 F.3d 1473, 1477, 44 USPQ2d

1358, 1361 (Fed. Cir. 1997) and RCA Corp. v. Applied Digital Data Systems, Inc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).  However, the law of

anticipation does not require that the reference teach what the appellants are claiming,

but only that the claims on appeal "read on" something disclosed in the reference.  See

Kalman v. Kimberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cir.

1983), cert. denied, 465 U.S. 1026 (1984).

Further, as pointed out by our reviewing court, we must first determine the scope

of the claim.  "[T]he name of the game is the claim."  In re Hiniker Co., 150 F.3d

1362,1369, 47 USPQ2d 1523, 1529 (Fed. Cir. 1998).  Therefore, we look to the
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limitations set forth in independent claim 1.  Claim 1 recites “indicating, on the computer,

whether the change is a global change or a local change; and when the local database

on the computer is synchronized with a main database on another computer,

transmitting only global changes from the local database to the main database and not

transmitting local changes.”  Appellants argue that Mendez does not teach indicating

whether a change is a global or local change and using this indication as a condition to

transmitting the change to a main database.  (See brief at page 7.)  Appellants argue

that while Mendez teaches local and global computers, all of the change data are

transmitted and there is no indication of a local change which is not transmitted at the

time of synchronization.  (See brief at page 7.)  We agree with appellants.  From our

review of the teachings of Mendez identified by the examiner, we find no clear or implicit

teaching of the claimed indication of local changes or global changes and use thereof in

the transmission to a main database.  The examiner maintains that columns 1, 2, 8, 9,

11 and 12 of Mendez support transmission of global changes.  Additionally, the

examiner contends that Mendez transmits less data by only transmitting the changes. 

(See final rejection pages 3-4, and answer at pages 4-5.)  While we agree that Mendez

is similar in transmitting only change data, we find no teaching that Mendez selectively

transmits less than all of the change data.  Therefore, the examiner has not shown that

Mendez teaches all of the claimed limitations, and has not established a prima facie
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case of anticipation.  Therefore, we cannot sustain the rejection of independent claims

1, 15, and 29 and their dependent claims.  

OBVIOUSNESS

The examiner adds Boothby in combination with Mendez as evidence of the

obviousness of the dependent claims.  The examiner has not identified how Boothby

remedies the deficiency in Mendez and, from those portions of Boothby cited by the

examiner, we find no teaching or suggestion of the obviousness of the claimed

invention.  Therefore, we find that the examiner has not established a prima facie case

of obviousness of the invention as claimed.  Therefore, we cannot sustain the rejection

of dependent claims 3-14, 17-28, and 31-42.  
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CONCLUSION

To summarize, the decision of the examiner to reject claims 1-42 under 

35 U.S.C.  § 112, second paragraph is reversed, the decision of the examiner to reject

claims 1, 2, 15, 16, 29, and 30 under 35 U.S.C. § 102 is reversed, and the decision of

the examiner to reject claims 3-14, 17-28, and 31-42 under 35 U.S.C. § 103 is reversed. 

REVERSED
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Administrative Patent Judge )
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